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DETAILED ACTION 
Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all t 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-3, 6-8, 12-19, 23-28, 32-37, 41-42, 57, 58-63, 65-71, 73-79 and 81- 87 

are rejected under 35 U.S.C. 103(a) as being unpatentable over O'Neil et al. (US 

5,987,440) in view of Goldhaber et al. (US 5,855,008). 

O'Neil et al. teach a system and method for personal information security and 
exchange tool, comprising: 

As per claims 1,14, 23, 32 and 42, 

- at least one database containing personal information provided by at least one 
user (column 2, lines 1-49; column 10, line 61 through column 1 1 , line 9); 

- at least one administrative agent for establishing access by subscribers to the 
personal information contained in the database based on preferences expressed by 
each user (column 2,lines 1-49; column 10, line 61 through column 11, line 9); 

- at least one licensing agent for setting at least one licensing fee schedule for 
each user based on a set of licensing rules (column 23, lines 20-25; column 21 , lines 
37-62). 

O'Neil et al. do not specifically teach that said personal information provided by 
at least one user is provided in response to an incentive offered to said user. 
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Goldhaber et al. teach a system and method for delivering positively and 
negatively priced information, wherein user provides personal information in response to 
an incentive offered to him (column 12, lines 49-61). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to modify O'Neil et al. to include that the user provides personal 
information in response to an incentive offered to him because it would allow subscribers 
to attract attention of users to their advertisement, thereby make the system more 
profitable. 

As per claims 2, 12-13, 16, 25 and 34, O'Neil et al. teach said system and 
method, wherein the licensing agent determines the amount of payment to be made to 
each user (column 2, lines 56-63; column 10, line 61 through column 1 1 , line 9; column 
23, lines 20-25). 

As per claims 3, 17, 26 and 35, O'Neil et al. teach said system and method, 
further comprising at least one payment agent for paying each user based on a set of 
payment rules the determined amount of payment (column 2, lines 56-63; column 10, 
line 61 through column 1 1 , line 9; column 23, lines 20-25). 

As per claims 6, 18, 27 and 36, O'Neil et al. teach said system and method 
wherein the set of licensing rules includes setting the licensing fee schedule such that a 
user receives a fixed percentage of all amounts received by an operator of the system 
from licensing the personal information related to that user (column 21 , lines 37-62). 

As per claims 7, 15, 24 and 33, O'Neil et al. teach said system and method 
wherein the database containing personal information includes financial information, 
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demographic information, psychometric information, or marketing information (Fig. 30; 
column 10, lines 17-60; column 17, lines 1-12). 

As per claims 8, 19, 28 and 37, O'Neil et al. teach said system and method 
wherein the database containing personal information includes information concerning at 
least one user of the system from at least one third-party source of information (column 2, 
lines 49-55; column 6, lines 7-23). 

As per claims 58-63, 66-71, 74-79 and 82-87, Goldhaber et al. et al. teach said 
system and method, comprising: creating an account for at least one of the potential 
users, wherein at least one on the potential users' response includes user preferences 
for access to the users' personal information (column 6, line 66 - column 7, line 11 ; 
column 12, lines 49-61). 

As per claims 57, 65, 73 and 81, Goldhaber et al. et al. teach said system and 
method, comprising: determining a type of incentive to offer to each potential user 
(column 10, line 53 - colum 11, line 15). 

Claims 4-5, 9-11, 20-22, 29-31, 38-40, 43-46, 48-56, 64, 72, 80, 88 and 89-94 
are rejected under 35 U.S.C. 103(a) as being unpatentable over O'Neil et al. and 
Goldhaber et al. 

As per claims 4 and 5, O'Neil et al. teach said system and method comprising a 
customized Live Payment Server for performing transactions (column 21 , lines 32-62). 

However, O'Neil et al. do not specifically teach for depositing of fees into an 
Internet deposit account or designated bank account. 
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It would have been an obvious matter of design choice to modify O'Neil et al. and 
Goldhaber et al. to include any of an Internet deposit account or designated bank 
account, because it appears that the claimed features do not distinguish the invention 
over similar features in the prior art, and the teachings of O'Neil et al. and Goldhaber et 
al. would perform the invention as claimed by the applicant with any form of payment or 
fee collection. 

As per claims 9-11, 20-22, 29-31, 38-40, 43-44, 64, 72, 80, 88 and 89-94, O'Neil 
et al. and Goldhaber et al. teach all the limitations of claims 9-1 1 , 20-22, 29-31 , 38-40, 
43-44, 64, 72, 80, 88 and 89-94, including providing a fee schedule mechanism, except 
that said fee schedule mechanism is a declining or increasing fee schedule mechanism. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The "ofering an 
incentives" through "paying each of the users" steps would be performed the same 
regardless of what type of fee schedule mechanism is employed. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 
1983); In reLowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Also, as per claims 9-11, 20-22, 29-31, 38-40, 43-44, 64, 72, 80, 88 and 89-94, 
official notice is taken that the declining or increasing fee charging mechanism is well 
known in the art. 

Therefor, it would have been obvious to one having ordinary skill in the art at the 
time the invention was made to modify O'Neil et al. and Goldhaber et al. to include the 
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declining or increasing fee schedule, because it appears that the claimed features do not 
distinguish the invention over similar features in the prior art, and the teachings of O'Neil 
et al. and Goldhaber et al. would perform the invention as claimed by the applicant with 
any type of fee charging mechanism. 

As per claims 45-47, 48-50, 51-53 and 54-56, O'Neil et al. and Goldhaber et al. 
teach all the limitations of claims 45-47, 48-50, 51-53 and 54-56, including that the 
incentive is offered to the at least one user (Goldhaber et al.; column 12, lines 49-61). 

Goldhaber et al. do not teach specifics of the content of the incentive. 

However, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The "ofering an 
incentives" through "paying each of the users" steps would be performed the same 
regardless of the specifics of the content of the incentive. Thus, this descriptive material 
will not distinguish the claimed invention from the prior art in terms of patentability, see 
In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 
32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 



Response to Arguments 

Applicant's arguments with respect to claimsl -94 have been considered but are 
moot in view of the new ground(s) of rejection. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure (see form PTO-892). 
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Any inquiry concerning this communication should be directed to Igor Borissov at 
telephone number (703) 305-4649. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Receptionist whose telephone number is (703) 
872-9306. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, John Weiss, can be reached at (703) 308- 2702. 
Any response to this action should be mailed to: 



Hand delivered responses should be brought to Crystal Park 5, 2451 Crystal 
Drive, Arlington, VA, 7 th floor receptionist. 



Commissioner of Patents and Trademarks 



Washington D.C. 20231 



or faxed to: 



(703) 872-9306 [Official communications; including After Final 



communications labeled "Box AF"] 




JOHN G. WEISS 
SUPERVISORY PATENT EXAMINER 
TECHNOLOGY CENTER 3600 



